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Welcome!

Welcome to the 10th Annual Conference on Recent Developments in Intellectual Property Law and
Policy, presented by the Intellectual Property Law Center of Golden Gate University School of
Law. This annual tradition, begun in late September 2001, was one of the first events developed
as part of the foundation of our new IP Law Program. Over the years we have hosted
presentations by leading thinkers in the area of IP Law, including Professor Mark Lemley, New
Yorker writer Ken Auletta, Professor Dan Burk, and many others.
We are pleased to present another great line-up of speakers and panels in this, our tenth year. Our
program leads off with a conference tradition, with Adjunct Professors and leading patent attorneys
Robert Morrill and Justin Beck discussing the year in patent law, and reviewing the recently passed
significant reform of U.S. Patent law. Loyola University Chicago School of Law Professor Cynthia
Ho continues our patent law emphasis with her presentation discussing Patents versus Public Health
and the Global Economy.
We then shift focus to high technology and copyright law. Veteran IP lawyer Neil Smith reprises his
efforts from last year, once again bringing to Golden Gate a panel of expert attorneys who specialize
in the fast-paced world of online video games. Following our lunch break, we are especially pleased
to present a program by Fordham Law Professor Susan Scafidi, the Director of the first and only
Fashion Law Insitute, who will shed light on the epic trademark law battle between Louboutin and
YSL, and offers her thoughts on the pending bill proposing to add fashion design to the list of
matters protected by copyright law.
The last two programs of the day focus on key areas of IP law and practice. Sharon Anolik, Adjunct
Professor and Chief Privacy Officer at McKesson, and General Counsel John Tomaszewski of
TRUSTe, usher us inside the complex world of digital privacy. We end with an interview by
Professor Marc Greenberg of Jennifer Lam, a GGU IP Program alumnus who is in-house counsel at
Zynga Game Network, creators of social media games like Farmville—the interview will explore the
work of an in-house attorney at a fast growing digital gaming company.
The IP Law Center has continued this year to bring important participants in the IP bar and academy
to the University to present their views as part of our Distinguished IP Law Speaker Series. This
past April the Center welcomed Ninth Circuit Chief Judge Alex Kozinski as our third Distinguished
IP Law Speaker. Judge Kozinski’s provocative theme, that the Internet was killing copyright,
received widespread media coverage and generated a lively discussion. Plans are in the works for
another great speaker this coming spring—with an announcement to be made in the next few weeks.
The Center’s online presence continues to grow as well. Our highly praised IP Law Book Review
has just published the first segment of its second volume, and Professor Greenberg’s IP Buzz blog
continues to address new issues and cases in IP Law. Bookmark the main site page,
www.gguiplc.com to stay abreast of all of the Center’s activities and to link to the review and blog.
Lastly, enjoy the conference, and let us know what you think of the program. We are always
looking for ways to improve your experience, and thank you for your attendance and support of IP
law at Golden Gate.
536 Mission Street
San Francisco, CA
94105-2968
Tel: 415.369.5293
Fax: 415.442.6609
ww.ggu.edu/law
iplaw@ggu.edu

Sincerely,

10th Annual Recent Developments in IP Law and Policy Conference
Golden Gate University School of Law
Program Schedule
September 30, 2011 Room 2201
© All rights reserved (except as to previously printed materials)

Registration/Check-in
2nd floor lobby

8:30 – 9:00

Welcoming Remarks

9:00 – 9:15

Co-Directors Marc Greenberg
& Bill Gallagher

The Year in Patent Law –
Patent “Reform”

9:15 – 10:15

Robert B. Morrill, Sidley
Austin LLP; Justin Beck,
Beck, Ross, Bismonte, &
Finley LLP

Patents versus Public Health
in the Global Economy

10:15 – 11:15

Professor Cynthia Ho, Loyola
University Chicago School of
Law

Morning Break

11:15 – 11:30

Dealing with the Changing
Law in the Video Game
Industry

11:30 – 12:30

Lunch

12:30 – 2:00

Seeing Red: Louboutin v.
YSL and IP’s Fit with
Fashion

2:00 – 3:00

Susan Scafidi, Fordham
University School of Law

Privacy and Data Rights

3:00 – 4:00

Sharon A. Anolik, McKesson;
John Tomaszewksi, TRUSTe

Afternoon Break

4:00 – 4:15

In-House and Outside
Counsel Careers in IP

4:15 – 5:15

Jennifer Lam, Zynga Game
Network, in Conversation
with Marc Greenberg

Closing Remarks

5:15 – 5:25

Co-Directors Marc Greenberg
& Bill Gallagher

Post-conference Reception

5:30 – 7:00

Neil Smith, Ropers, Majeski,
Kohn, Bently PC; Sharon
Zezima, Electronic Arts;
Shawn Foust, formerly with
Booyah

Marc Greenberg
Marc H. Greenberg is Professor of Law, founding
Director, and currently Co-Director of the
Intellectual Property Law Center and Program at
Golden Gate University of Law. A member of the
faculty since 2000, he teaches Intellectual Property
Survey, Internet and Software Law, Intellectual
Property and New Technology, and Entertainment
Law in the IP curriculum. He also teaches Civil
Procedure, Business Associations and related
courses in the general curriculum. He is the 20102011 Chair of the Art Law Section of the American
Association of Law Schools, and is a past co-chair
of the Copyright Section of the San Francisco
Intellectual Property Law Association.
Professor Greenberg received his A.B. degree in English Literature from the
University of California, Berkeley; his J.D. from the University of California, Hastings
College of the Law, where he served as an articles editor of the Hastings
Constitutional Law Quarterly and published the first of his scholarly works analyzing
the First Amendment cases of the Supreme Court’s 1978 term.
Professor Greenberg’s scholarship has focused on legal issues pertaining to content
on the Internet, obscenity law in online contexts, and copyright issues both in the U.S
and in China. He is presently working on a series of articles focusing on comic books,
graphic novels and the law. His articles have been published in the Berkeley Technology
Law Journal, The Syracuse Journal of Law and Technology, The John Marshall Review of
Intellectual Property Law, and The Loyola Chicago University Journal of International Law.
Before joining the GGU faculty, Professor Greenberg practiced IP, entertainment and
business law, in both transactional work as well as litigation, in several firms in
Northern California. He was of counsel to Chickering and Gregory in San Francisco
and was a managing partner in his own firm, Nelsen and Greenberg, also in San
Francisco.

William Gallagher
William Gallagher is Associate
Professor and Co-Director of the IP Law
Center at the Golden Gate University
School of Law, where he teaches courses
on intellectual property litigation,
intellectual property law, torts, and legal
ethics. He was a Visiting Scholar at the
Center for the Study of Law and Society
at the UC Berkeley School of Law from
2009-2011.
Professor Gallagher received his JD from
the UCLA School of Law; his Ph.D. from
the University of California, Berkeley
School of Law (Jurisprudence and Social Policy Program); his MA from the
University of Chicago; and his BA from the University of California, Berkeley.
Professor Gallagher is the author of articles on intellectual property law and
professional ethics, which have appeared in the Santa Clara Law Review,
Pepperdine Law Review, Law and Social Inquiry, Center for the Study of Law and
Society/Jurisprudence and Social Policy Program Faculty Working Papers (University of
California, Berkeley School of Law), and the Law and Politics Book Review. His
edited book, International Essays in Law and Society: Intellectual Property, was
published in 2007 by Ashgate Press. Professor Gallagher is also the founding
editor of The IP Law Book Review.
Before entering full-time academia, Professor Gallagher was a partner in the
San Francisco office of Townsend and Townsend and Crew LLP, where he
specialized in patent, copyright, trademark, trade secret, and related intellectual
property litigation in both state and federal courts nationwide.

Chester Chuang
Chester Chuang is an associate professor at
the Golden Gate University School of Law,
where he teaches contracts and patent law.
His research focuses on patent law.
Professor Chuang received his J.D. from the
New York University School of Law and his
B.S. in Pharmacy from the Ohio State
University. He is the author of articles which
have appeared in the Employee Rights and
Employment Policy Journal (Chicago-Kent College of
Law) and the New York University Law Review.
His most recent work examines the role of
declaratory judgment actions in patent litigation: Unjust Patents & Bargaining
Breakdown: When is Declaratory Relief Needed?, will be published by the S.M.U. Law
Review in late 2011 and Offensive Venue: The Curious Use of Declaratory Judgment to Forum
Shop in Patent Litigation, will be published by the George Washington University Law Review
in early 2012.
Prior to entering academia, Professor Chuang was Sr. Corporate Counsel for
Electronics For Imaging, Inc., a leader in digital imaging and print management
solutions for the commercial printing and enterprise markets. He also worked
previously as an associate with O’Melveny & Myers and Perkins Coie, specializing in
IP licensing and litigation, and served as a judicial clerk for the Hon. Saundra Brown
Armstrong, U.S. District Court, N. D. Cal.

Robert Morrill
Senior Counsel
Sidley Austin LLP
Robert Morrill is a senior counsel in Sidley’s Palo Alto
office, where he specializes in intellectual property and
business litigation. He has resolved or tried patent, trade
secret, trademark, copyright, unfair competition, wrongful
termination, trade secret, license and contract disputes for
clients in many industries, including semiconductors,
semiconductor manufacturing equipment, computer hardware and software,
telecommunications, electronics, medical devices, gaming and pharmaceuticals. His
practice includes cases before the United States International Trade Commission, as
well as in the Federal and State courts and in arbitration.
Mr. Morrill also has extensive experience as a neutral arbitrator or mediator, including
international arbitration in the ICC International Court of Arbitration and the
International Center for Dispute Resolution. He has been appointed Special Master
by the U.S. District Court for the Northern District of California and the Santa Clara
County Superior Court, and he serves as an Early Neutral Evaluator and Mediator for
the U.S. District Court.
Before joining Sidley in 2003, Mr. Morrill was a founding partner at the law firm of
Skjerven Morrill LLP.

Justin T. Beck
Partner
Beck, Ross, Bismonte & Finley LLP
Justin T. Beck is a partner in the firm of Beck, Ross,
Bismonte & Finley LLP in San Jose California, where he
specializes in intellectual property litigation. Before the
founding of Beck Ross in 2006, Mr. Beck was of counsel to
the firm of Mount & Stoelker P.C. and was previously a
partner in the Silicon Valley firm of Skjerven Morrill LLP,
where he had practiced since 1985. Mr. Beck is a 1965
graduate of Stanford University, and received his J.D. magna cum laude in 1972 from
the University of San Francisco. Mr. Beck is an adjunct professor at both Golden Gate
University School of Law and the University Of Oregon School Of Law teaching
copyright law and patent litigation. He also writes frequently on intellectual property
issues.

PATENT REFORM

AMERICA INVENTS ACT

Justin T. Beck and Robert B. Morrill

• Signed into law on
September 16, 2011
• Some changes in
current law effective
immediately
• Major changes
implemented in 12 or
18 months

© 2011

1

THE THEORY OF PATENT REFORM

2

WHAT’S BROKEN

• The patent system exists to encourage
innovation
• Timely, high quality patents encourage
innovation
• Delay, uncertainty, poor quality and inefficient
legal processes hinder innovation

3

PATENT REFORM 2011 – THE FIXES

• Too many “bad’ patents
– About 90% of applications result in issued patents
– Low examiner quality
– Dreadfully slow PTO proceedings

• Issued patents too strong
– Invalidity hard to prove
– Overbroad claim construction
– Willfulness often found
– Out of sight litigation expense
– Rampant forum shopping
– Excessive damages

4

THREE QUESTIONS

• Fix patent quality

• What will reform accomplish?

– The first to file gets the patent
– Post‐grant review of issued patents by the PTO
– Proper funding of the PTO

• What impact will reform have on patent
practice?

• Fix litigation
– No more mass suits
– Speedy inter partes review in the PTO
– Patent specialist judges in the District Courts

• What impact will reform have on lawyers?

5

6

FOR AND AGAINST

THE BIG CHANGES

• For:
– Business, especially
technology companies
– Lobbyists
– USPTO

• Against:
– Small inventors
– Patent attorneys
– Patent aggregators (i.e.
trolls)
7

FIRST TO FILE GETS THE PATENT

CONGRESS SPEAKS

• Old rule – first to invent

“a system of ‘first inventor to file’ will . . .
provide inventors with greater certainty
regarding the scope of protection provided by
the grant of exclusive rights to their
discoveries [and] will improve the United
States patent system and promote greater
international uniformity and certainty in the
procedures used for securing the exclusive
rights of inventors to their discoveries.”

– Avoided a race to the PTO
– Complex prior art rules
– Prolonged interferences to decide
who invented first

• New rule ‐ first to file
–
–
–
–
–

8

Encourages a race to the PTO
Easy to administer
Like the rest of the world
Favors large corporations?
Derivation proceedings to decide
who really invented
9

FIRST TO FILE – CHANGES IN § 102
• No patent if, before the effective filing date, the
invention was
–
–
–
–

described in a printed publication
in public use
on sale
or otherwise available to the public

• Key date “effective filing date”, not invention date
• One year exception for disclosures by the inventor
• Changes effective in 18 months
11

10

WHO WAS FIRST? DERIVATION
PROCEEDINGS
• No more complex interference proceedings
• Now, complex derivation proceedings
• Was the claim derived from another inventor
who has also filed?
• Bring in the PTO within one year from claim
publication
• Bring in the District Court within one year from
patent issuance
12

THIRD PARTY PTO PROCEEDINGS

THIRD PARTY PRE‐ISSUE SUBMISSIONS
• New PTO procedure
• Third party may submit, during prosecution:
– Patent application, patent or printed publication
– Concise statement of relevance

• Must submit by the earlier of
– The notice of allowance, or
– Six months after publication

13

14

REEXAMINATION – ANOTHER SPECIES
OF LITIGATION

POST‐GRANT REVIEW
• New PTO procedure
• Challenge validity within nine
months of issue before Patent
Trial and Appeal Board
• Any ground of invalidity
• More likely than not at least
one claim unpatentable
• PTO must decide in one year
(+ 6 months for good cause)
• Discovery allowed
• Estoppel

•
•
•
•

Lower burden of proof
Inexpensive
Intervening rights
But
– Slow
– Problem prior art can be “cleansed” by the patentee
– Third party requestor estopped from using the prior
art or any available art later

15

REEXAMINATION – A GROWTH INDUSTRY

16

REEXAMINATION RESULTS
Inter Partes
• 95% of requests
granted
• Of those granted:
– 44% ‐ all claims
rejected
– 43% ‐ claims amended
– 13% ‐ all claims
confirmed

17

Ex parte
• 92% of requests
granted
• Of those granted:
– 11% ‐ all claims
rejected
– 66% ‐ claims amended
– 23% ‐ all claims
confirmed
18

IMMEDIATE INTER PARTES
REEXAMINATION CHANGE

REEXAMINATION REFORM
• Inter Partes Reexam is now Inter Partes Review
• Cannot be filed during nine month post‐grant
review period
• Must be filed within a year after suit by patentee
• Granted if a reasonable likelihood that the
requestor will prevail on at least one claim
• Limited rights of patentee to amend claims
• PTO must decide within one year (+ 6 months for
good cause)
19

20

PUTTING IT TOGETHER
EX PARTE PROCEDURES
Preissuance Submissions
• Before allowance and within
6 months after publication
• Patents and printed
publications
• Statement of relevance
• Effective for applications filed
more than a year after the
effective date
• No estoppel
• No action by PTO required

PUTTING IT TOGETHER
INTER PARTES PROCEDURES

Ex Parte Reexaminations

Post Grant Review

Inter Partes Review

• Any time after issuance
• Patents and printed
publications
• Detailed claim charts and
argument
• No estoppel
• PTO examination required if
petition raises substantial new
question of patentability

• Within 9 months after
issuance
• Any grounds for invalidity
under §§ 102, 103 and 112
• More likely than not that at
least 1 claim is unpatentable
• Strict time limits
• Limited discovery
• Limited rights to amend
• Estoppel extends to any claim
that reasonably could have
been raised

• After Post Grant Review
period expires
• Patents and printed
publications
• More likely than not that at
least 1 claim is unpatentable
• Strict time limits
• Very limited discovery
• Limited rights to amend
• Estoppel extends to any claim
that reasonably could have
been raised

21

22

SUPPLEMENTAL EXAMINATION

PTO CHANGES

• New PTO procedure for patentee only
• Request the PTO to consider, reconsider or correct
information relevant to the patent
• Concluded in three months
• If a substantial new question of patentability, PTO
reexamines the patent
• Insulates the patent against inequitable conduct
charges, but
– Cannot cure existing fraud allegations
– If the PTO becomes aware of fraud, it may cancel
claims and confidentially refer the case to the Attorney
General for criminal prosecution
23

•
•
•
•
•

Increased PTO fees
Special “micro entity” fees – 75% off
“Prioritized application” for $4,800
PTO sets its own fees
Excess PTO revenues retained in
PTO trust fund
24

LITIGATION ORIENTED CHANGES

PRIOR USER DEFENSE

• Patent specialist Judges (P.L. 111‐349)
• Best mode defense eliminated (but best
mode still required)
• Qui Tam false marking actions effectively
abolished
• Joinder of unrelated infringers barred
• Failure to obtain or present advice of
counsel may not be used to prove
willfulness or inducement:
• Prior user defense

• Prior User Defense expanded from business
method patents to all patents (35 USC § 273)
• Effective immediately
• Defense not available for patents developed
with federal funding
• Defense not available for patents developed
by nonprofit higher education without private
funding to support development
25

26

LOBBYISTS AT WORK

WHAT’S NOT IN THE LAW

• Tax Strategy Patents abolished
• Special Post Grant Review of Financial
Business Method Patents
• Clarification of rules for patent term
extensions (ending a $200 million malpractice
suit against Wilmer Hale)
• Special virtual marking rule

• Standards for pleading willfulness
• Restrictions on venue
• Court as damages “gatekeeper” or
other limitations on patent damages
• Interlocutory appeal of claim
construction

27

28

CHANGES EFFECTIVE
IMMEDIATELY

WINNERS AND LOSERS
WINNERS

LOSERS

Technology
Business generally
USPTO
Patent Firms
Lobbyists

Trolls
Small inventors
Litigators

False marking claims effectively barred all cases
No best mode defense in new cases
Prior user defense for all new patents
Joinder of unrelated defendants barred new
cases
• PTO fee increases
• Micro entity fees and prioritized application
• Higher threshold for inter partes reexamination

•
•
•
•

29

30

CHANGES EFFECTIVE IN ONE YEAR
• Post‐grant review
• Inter partes review (for all patents)
• Third party pre‐issue prior art submissions (for all
patents)
• Supplemental examination (for all patents)
• All provisions with timing not otherwise stated

31

SUMMARY OF PTO PROCEEDINGS
Proceeding

Showing needed

Prior art

Estoppel

Derivation

Invention derived from
another

No

No

Third party pre‐issuance
submission

None

Patents/printed
publications

No

Supplemental
Examination

Substantial new
Any information
question of patentability

No

Post‐grant review

More likely than not
unpatentable

Any ground

Raised/could
have been raised

Inter partes review

Reasonable likelihood
that third party will
prevail

Patents/printed
publications

Raised/could
have been raised

Ex parte reexamination
(no changes)

Substantial new
Patents/printed
question of patentability publications

No

33

CHANGES EFFECTIVE IN 18 MONTHS
• Derivation proceedings (for patents filed 18
months from enactment)
• Interferences begin to be phased out

32

The Year in Patent Law – Patent “Reform”
Robert B. Morrill, Sidley Austin LLP
Justin T. Beck, Beck, Ross, Bismonte & Finley LLP

Notes

Cynthia Ho
Professor Cynthia Ho is the Director of the
Intellectual Property Program at Loyola University of
Chicago. She teaches courses in Intellectual Property,
Patent Law, Comparative Patent Law, Policy and
Health Care, as well as Civil Procedure. Professor Ho
has been a faculty member at Loyola since 1997.
Professor Ho strives to foster improved understanding
of the law through a variety of means, including
traditional publications, as well as providing input to
government organizations. She has written articles on various aspects of intellectual
property law that have appeared in major law reviews, and been cited in several
intellectual property and patent law case books as well as in international reports. She
has also authored several interactive lessons in patent law for the Center for
Computer Assisted Legal Instruction (CALI), which are available to law students
nationwide. She has made particular contributions in the area of international
intellectual property, as well as patent issues involving biotechnology or health policy.
For example, she has served as a consultant to the United Nations Convention on
Biological Diversity (CBD) on an issue at the interface of international patent law and
biotechnology and has provided consultation to the National Institutes of Health
(NIH). Most recently, she published a book on the impact of patent and related
rights on access to medicine in the global arena to help scholars and students from a
variety of disciplines, as well as policy makers. The topic of the book, “Access to
Medicine in the Global Economy: International Agreements on Patent and Related
Rights” (Oxford University Press, 2011), will be the subject of her talk.
Prior to joining the faculty at Loyola, Professor Ho was an associate at Fish & Neave
(now the Fish & Neave IP group of Ropes & Gray). She handled a variety of matters
including litigating high-technology cases involving patents, trade secrets and unfair
competition. In addition, as a member of the Patent Bar, she drafted and prosecuted
patent applications involving medical, immunological and mechanical inventions.

Patents versus Public Health in the Global Economy
Professor Cynthia Ho, Loyola University Chicago School of Law

Notes

OXFORD UNIVERSITY PRESS
Access to Medicine in the Global Economy
International Agreements on Patents and Related Rights

Cynthia M. Ho, Clifford E. Vickrey Research Professor of Law, and
Director, Intellectual Property Program, Loyola University Chicago School of
Law
Access to medicine is a topic of widespread interest. However, some
issues that impact such access are presently inadequately understood. In
particular, international laws require most nations to provide patents on
drugs, resulting in premium prices that limit access. In Access to
Medicine in the Global Economy, Professor Cynthia Ho explains such
laws and their impact for a diverse group of readers, from scholars and
policy makers to students in a variety of disciplines.
Clear explanations and diagrams, frequently asked questions, and case
studies make these topics accessible to any reader. The case studies also
provide a theory of patent perspectives that helps explain why access to
medicine, though a universal goal, remains elusive in practice. The book
provides an important first step toward eventual workable solutions by
promoting a better understanding of existing and future laws that impact
access to medicine.

“An illuminating and accessible understanding of one of
the more contentious issues in intellectual property and
public health. Very well‐researched and clearly written,
this terrific book deserves a wide readership.”

9780195390124

$75.00/$60.00

‐‐Susan K. Sell
George Washington University

August 31, 2012
Access to Medicine in the Global Economy (9780195390124) @ $75.00/$60.00

29697

29697

Neil A. Smith
Partner
Ropers Majeski Kohn & Bentley
Practice Areas
Intellectual Property, Employment
International, Corporate Transactions
Business And Commercial Litigation
Industries
Entertainment, Fashion
Experience
Mr. Smith’s practice includes litigation and counseling in patent, trademark, copyright,
trade secret and unfair competition matters. Mr. Smith has represented a broad range
of high-technology, corporate, software, and traditional brick-and-mortar businesses
in technology, publishing, multi-media, video game and consumer product businesses,
and is a frequent speaker and author on Internet and intellectual property subjects. In
addition to traditional IP issues, he has specialized in Internet, gray market and anticounterfeiting subjects, including ex parte restraining orders and asset freezes.
He is peer rated AV® by Martindale-Hubbell and has been named multiple times by
the California Super Lawyers® magazine in the area of Intellectual Property. He was
also recognized by the prestigious ranking company Chambers and Partners in its
2010 edition of Chambers USA in Intellectual Property: Copyright & Trade Secret.
Prior to joining Ropers Majeski Kohn & Bentley, Mr. Smith was a partner at
both Sheppard Mullin and for more than 25 years at an intellectual property boutique
firm, where he specialized in the full range of intellectual property matters in
trademark, patent, unfair competition and copyright law. Prior to moving to
California, he served as a law clerk to Judge Giles S. Rich, Associate Judge, United
States Court of Customs and Patent Appeals in Washington, D.C., 1972-1974
(Predecessor to the Court of Appeals for the Federal Circuit). From 1969-1972 he
was a Patent Attorney for the United States Atomic Energy Commission in
Washington, D.C.
Education





J.D., Columbia University School of Law, 1969
Harlan Fiske Stone Scholar
B.A., Physical Sciences, Columbia College, 1965
B.S., Mechanical Engineering, Columbia University, 1966
L.L.M., Patent and Trade Regulation, George Washington University Law
School, 1973

Sharon Zezima
Sharon Zezima is Vice President and Deputy
General Counsel for Electronic Arts (EA), which is
a leading developer and publisher of interactive
electronic entertainment headquartered in
Redwood City, CA. In her role, Sharon manages
the legal portfolio for and is on the executive team
of EA Interactive, which creates and publishes
casual games for mobile and social platforms such
as the iPhone, iPad and Facebook.
Prior to joining EA in 2000, Sharon was a partner
at the San-Francisco-based law firm of Schachter, Kristoff, Orenstein &
Berkowitz, where she tried cases for and counseled established Bay Area
companies.
Sharon grew up in Connecticut, graduated from Smith College and the
University of Chicago Law School, and began her legal career with the Orrick
law firm in San Francisco.

Shawn Foust
Shawn Foust is the CEO of Illuminous, a startup focusing on
the intersection between mobile, social and local. Shawn is
focused on building a team possessing a wide range of experience,
in particular gaming, to develop engagement and incentive
structures capable of driving behavior in the real world. Prior to
founding Illuminous, Shawn was the head of business
development and general counsel at Booyah, a social and mobile
game company that incorporates aspects of reality into their games. Shawn began his
career by founding one of the preeminent video game practices in the legal industry,
where he spent a significant portion of his time assisting mobile and social start-ups.
He currently sits on the board of advisors at a number of early stage companies
including 5th Planet Games, Concept Art House, and Hot Shot Media.

Dealing with the Changing Law in the Video Game Industry
Neil Smith, Ropers, Majeski, Kohn, Bently PC
Sharon Zezima, Electronic Arts
Shawn Foust, formerly of Booyah

Notes

Susan Scafidi
Susan Scafidi is the first U.S. law professor ever to
offer a course in Fashion Law, and she is internationally
recognized for her leadership in establishing the field.
She has testified regarding the proposed extension of
legal protection to fashion designs and continues to
work actively with members of Congress and the
fashion industry on this and other issues. Her
additional areas of expertise encompass property, intellectual property, cultural
property, international law, trusts & estates, and legal history.
Professor Scafidi founded and directs the nonprofit Fashion Law Institute,
which is located at Fordham Law School and was established with the generous
support and advice of the Council of Fashion Designers of America and its
president, Diane von Furstenberg. Prior to teaching at Fordham, Professor
Scafidi was a tenured member of both the law and history faculties at SMU,
and she has taught at a number of other law schools, including Yale,
Georgetown, Brooklyn, and Cardozo. After graduating from Duke University
and the Yale Law School, she pursued graduate study in legal history at
Berkeley and the University of Chicago and clerked for a distinguished legal
historian, Judge Morris S. Arnold of the Eighth Circuit Court of Appeals.
Professor Scafidi is the author of Who Owns Culture? Appropriation and
Authenticity in American Law (2005), as well as numerous articles in the areas of
intellectual property, cultural property, and of course fashion law. She also
created and maintains the first website on fashion law, Counterfeit Chic, which
has been recognized as one of the ABA’s top 100 legal blogs.

Battle of the saints: YSL accused of stealing
Louboutin's sole
By Susan Scafidi on April 8, 2011
In a Lenten lawsuit filed yesterday, Christian Louboutin has accused the house of Yves
Saint Laurent of tarnishing the late designer's halo by copying Louboutin's trademarked
red soles.
But is this a cardinal (red) sin, legally speaking, or another fling with the aesthetic
functionality defense that Counterfeit Chic has previously surmised may be a loophole
protecting other apparent red-on-red ripoffs?

YSL sandal on Bluefly.com.
In several of its styles, YSL created not only red shoes with red outsoles, but also purple
with purple soles and black with black soles. Will the company claim that the offending
red sole was a non-trademark use chosen simply to match the upper portion of the shoe,
thus transubstantiating the otherwise trademarked red sole into a defensible design
detail? With two such successful and storied luxury brands battling it out, we may finally
learn whether or not this legal doctrine will be hurled from high heel heaven.
Little-used law aside, however, Counterfeit Chic is somewhat surprised that designers for
the distinguished house of YSL would walk where angels fear to tread and hopes that
Christian isn't thrown to the legal lions.
	
  
Available	
  at	
  http://counterfeitchic.com/2011/04/battle-‐of-‐the-‐saints-‐ysl-‐accued-‐
of-‐copying-‐louboutins-‐sole.html.	
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Louboutin Blue over Red Sole Decision Favoring YSL
By Susan Scafidi

Christian Louboutin has just suffered a slip in his previously surefooted journey to protect his
trademarked red soles, in this case against the house of Yves Saint Laurent.
In an effort to stanch the flow of red dye onto the soles of competing YSL shoes, Louboutin not
only filed a lawsuit back in April but also asked the court for a preliminary injunction against
unauthorized use of his trademarked red soles. YSL fought back with references to red soles
from Louis XIV's heels to Dorothy's ruby slippers to examples from its own archives, claiming
that no cobbler can corner the market on red -- and that the Louboutin trademark is thus
invalid.
Last week's decision from Judge Victor Marrero, while merely the denial of a preliminary
injunction, fell decidedly on the side of YSL -- though the ultimate outcome of the case remains
uncertain. And even were Louboutin's trademark to be canceled in the U.S., the red soles were
declared "distinctive" and thus eligible for protection in Europe just two months ago.
More significant from the perspective of fashion and intellectual property law is the analogy that
guided the court's decision. Fashion designers often rely on trademark law for what little legal
protection they have in the U.S., as patents are typically unattainable or impractical and
copyright law specifically excludes fashion designs. Useful articles are categorically excluded
from copyright protection, and the Copyright Office has consistently taken the position that
articles of apparel are useful.
Judge Marrero, however, hung his order on the hypothetical example of Picasso attempting to
prevent Monet from using the color blue in the Water Lilies series because the color had been
Picasso's hallmark during his Blue Period. Unthinkable from an art history perspective, of
course. The court acknowledges that no analogy is perfect -- but then goes on to claim that both
painting and fashion design exist in the overlapping spheres of art and commerce, and that
neither is well served by individual monopolies on color.

Setting aside the troubling conflation of use of a red sole as a trademark versus use as a design
element, the separation of which is the true challenge in this case, the court's analogy raises an
essential question: Why are paintings characterized as "art" and entitled to full copyright
protection while fashion receives almost none?
This question captured my attention back when I was a law student, has informed a decade and a
half of thought and research -- and will hopefully one day no longer be necessary. But in the
meantime, Gucci should shelter its trademarked green-red-green stripes, and Tiffany had better
watch its little blue boxes' backs.
Available at http://www.lexisnexis.com/community/copyrighttrademarklaw/blogs/fashionindustrylaw/archive/2011/08/15/louboutin-blue-over-red-soledecision-favoring-ysl.aspx.
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